Appl. No. 10/554,709 

Reply to Office Action of October 2, 2008 

Amendment dated January 7, 2009 

REMARKS 

In the October 2, 2008 Office Action, the specification was objected to and claims 1- 
26 were rejected as being indefinite for failing particularly to point out and to claim distinctly 
the subject matter that Applicant regards as the invention. Claims 1-26 also stand rejected in 
view of the prior art. No other objections or rejections were made in the Office Action. 

Status of Claims and Amendments 

In response to the October 2, 2008 Office Action, Applicant has amended claims 1-5, 
7-9, 14-18, and 20-24 and added new claims 27-52 as indicated above. Thus, claims 1-52 are 
pending, with claims 1,14, 27, and 40 being the only independent claims. Reexamination and 
reconsideration of the pending claims are respectfully requested in view of above 
amendments and the following comments. 

Specification 

On page 2 of the Office Action, the specification was objected to because of 
informalities. Specifically, the Office Action mentions that the term "claim" is used in the 
specification. 

Applicant respectfully asserts that a substitute specification, which deleted those 
terms, was filed on October 27, 2005. 

Withdrawal of the objections is respectfully requested. 

Claim Rejections - 35 U.S.C §112 

On pages 2-4 of the Office Action, claims 1-26 were rejected under 35 U.S.C, §112, 
second paragraph. In response, Applicant has amended claims 1-5, 7-9, 14-18, and 20-24 to 
point out and to claim particularly and distinctly the subject matter which applicant regards as 
the invention. 

Specifically, Applicant has amended claims 1-5, 7-9, 14-18, and 20-24 to recite a 
" paint " material instead of a "paint-like" material. Also, Applicant has amended claims 1 and 
4 to recite " plate " substrate instead of "plate-like" substrate. 

Further, with regards to the rejections to claims 3 and 16, Applicant respectfully 
asserts that those claims are now definite since the structure and the composition of the paint 
material are now recited in independent claims 1 and 14, from which claims 3 and 16 depend 
respectively. 
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Applicant believes that the claims now comply with 35 U.S.C. §112, second 
paragraph. 

Withdrawal of the rejections is respectfully requested. 

Rejections - 35 U.S.C. § 102 

On page 4 of the Office Action, claim 1 stand rejected under 35 U.S.C. § 102(b) as 
being anticipated by Kawasaki (U.S. Patent Application Publication No. 2005/0103481, 
hereinafter "Kawasaki") and on pages 5-6 of the Office Action, claim 1, 2, 12-15, 25, and 26 
stand rejected under 35 U.S.C. § 102(b) as being anticipated by Kamiya (JP 08-269367, 
hereinafter "Kamiya"). In response, Applicant has amended independent claims 1 and 14 to 
define the present invention over the prior art of record. Also in response, Applicant 
respectfully traverses the rejection of claim 1 particularly in light of the following comments. 

Applicant respectfully asserts that the Kawasaki publication was published after the 
October 5, 2004 international filing date of the present application, and could only qualify as 
prior art under 35 U.S.C. § 102(e). Applicants respectfully assert, however, that the Kawasaki 
publication does not qualify as prior art under 35 U.S.C. § 102(e) because the Kawasaki 
publication is based on the national stage of an international application filed after November 
29, 2000, specifically March 24, 2003 which was published as WO 03/085349 Al in 
Japanese under PCX Article 21(2). MPEP 706.02(f)(l)II Example 5 (page 700-34 of MPEP) 
clearly states M [a]ll references, whether the WIPO publication, the U.S. patent application 
publication or the U.S. patent, of an international application (IA) that was filed on or after 
November 29, 2000 but was not published in English under PCT Article 21(2) have no 35 
U.S.C. 102(e) prior art date at air (emphasis added). A copy of the search result for the 
Kawasaki publication showing that it was published in Japanese was downloaded from the 
WIPO website on January 7, 2009 and is being submitted herewith as Exhibit A for the 
Examiner's convenience. Accordingly, Applicant respectfully asserts that the Kawasaki 
publication has no 35 U.S.C. § 102(e) date, and thus, does not qualify as prior art for the 
present application. Accordingly, withdrawal of this rejection is respectfully requested. 

Independent claims 1 and 14 have been amended to recite that the paint material 
includes a multi-component resin as a coating film component Applicant respectfully 
asserts that this structure is not disclosed or suggested by Kamiya or any other prior art of 
record. 
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More specifically, Kamiya merely discloses an aluminum plate with a coating which 
has hydrophobic nature, and the aluminum plate is used for a heat exchanger and/or radiation 
fin. Applicant respectfully asserts that Kamiya fails to disclose or suggest the components of 
the paint material as set forth in independent claims 1 and 14 by current amendment. 

It is well settled under U.S. patent law that for a reference to anticipate a claim, the 
reference must disclose each element of the claim within the reference. Therefore, Applicant 
respectfully submits that claims 1 and 14, as now amended, are not anticipated by the prior 
art of record. 

Moreover, Applicant believes that the dependent claims 2, 12, 13, 15, 25 and 26 are 
also allowable over the prior art of record in that they depend from independent claim 1 or 
14, and therefore are allowable for the reasons stated above. Also, the dependent claims 2, 12, 
13, 15, 25 and 26 are further allowable because they include additional limitations. Thus, 
Applicant believes that since the prior art of record does not anticipate the independent claims 
1 and 14, neither does the prior art anticipate the dependent claims. 

Applicant respectfully requests withdrawal of the rejections. 

Rejections - 35 U.S.C. §103 

On pages 6-7 of the Office Action, claims 3, 7, 16, 20 stand rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Kamiya. On pages 7-8 of the Office Action, claims 4 and 
5 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over Kawasaki in view of 
Mizutani (U.S. Patent No. 6,013,724, hereinafter "Mizutani"). On pages 8-9 of the Office 
Action, claims 4-6 and 17-19 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Kamiya in view of Mizutani. On pages 9-10 of the Office Action, claims 8-1 1 and 21-23 
stand rejected under 35 U.S.C. § 103(a) as being unpatentable over Kamiya in view of Lever 
(U.S. Patent No. 5,079,087, hereinafter "Lever")- In response, Applicant has amended 
independent claims 1 and 14 as mentioned above. Also, Applicant respectfully traverses the 
rejections of claims 4 and 5 based on Kawasaki for the following reasons in addition to the 
aforementioned assertion that states Kawasaki does not qualify as a prior art for the present 
application. 

First, the subject application was filed after November 29, 1999. Second, the present 
application and the Kawasaki publication were commonly owned at the time the present 
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invention was made. Thus, prior art that was commonly owned and based on 35 U.S.C. §102 

(e) is now disqualified as prior art against the claimed invention under 35 U.S.C. §103. 

Statement Concerning Common Ownership 

Application No. 10/554,709 and the Kawasaki publication (U.S. 
Patent Application Publication No. 2005/0103481) were, at the 
time the invention of Application No. 10/554,709 was made, 
owned by, or subject to an obligation of assignment to DAIKIN 
INDUSTRIES, LTD. 

Since the Kawasaki publication is disqualified as prior art, withdrawal of these rejections 
is respectfully requested. 

Independent claims 1 and 14 have been amended to recite that the paint material 
includes a multi-component resin as a coating film component. Applicant respectfully 
asserts that this arrangement is not disclosed or suggested by the Kamiya, Mizutani, Lever, 
patent or any other prior art of record for the reasons stated above. Thus, Applicant believes 
that the dependent claims 3-11, 16, 17-19, and 20-23 are allowable over the prior art of 
record in that they depend from independent claims 1 or 14, and therefore are allowable for 
the reasons stated above. Also, the dependent claims 3-11, 16, 17-19, and 20-23 are further 
allowable because they include additional limitations. Thus, Applicant believes that since the 
prior art of record does not disclose or suggest the invention as set forth in independent 
claims 1 and 14, the prior art of record also fails to disclose or suggest the inventions as set 
forth in the dependent claims. 

It is well settled in U.S. patent law, the mere fact that the prior art can be modified 
does not make the modification obvious, unless an apparent reason exists based on evidence 
in the record or scientific reasoning for one of ordinary skill in the art to make the 
modification. See, KSR IntT Co. v. Teleflex Inc., 127 S.Ct. 1727, 1741 (2007). The KSR 
Court noted that obviousness cannot be proven merely by showing that the elements of a 
claimed device were known in the prior art; it must be shown that those of ordinary skill in 
the art would have had some "apparent reason to combine the known elements in the fashion 
claimed." Id. at 1741. The current record lacks any apparent reason, suggestion or 
expectation of success for combining the patents to create the Applicant's unique 
arrangement of the plate material and the manufacturing method thereof 

Applicant respectfully requests withdrawal of the rejections. 
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New Claims 27-52 

Applicant has added claims 27-52 by the current Amendment. Applicant respectfully 
asserts that independent claims 27 and 40 that recite a plate substrate being free of 
protrusions and depressions of submicron order oriented in a thickness direction thereof, a 
substrate coating formed on a surface of the substrate with a paint material having affinity 
with respect to the substrate, and the paint material including a dual component resin as a 
coating film component, and manufacturing method thereof, are allowable over the prior art 
of record for the same or similar reasons that the independent claims 1 and 14 are also 
believed to be allowable. Applicant respectfully asserts that dependent claims 28-39 and 41- 
52 are believed to be allowable because they depend from independent claims 27 and 40 
respectively. Also, the dependent claim 28-39 and 41-52 are further allowable because they 
include additional limitations. 

Conclusion 

In view of the foregoing amendment and comments, Applicant respectfully asserts 
that claims 1-52 are now in condition for allowance. Reexamination and reconsideration of 
the pending claims are respectfully requested. 

Respectfully submitted, 

/ Yoshiko S us altar a / 

Yoshiko Sugahara 

Limited Recognition No. L0395 

GLOBAL IP COUNSELORS, LLP 

1233 Twentieth Street, NW, Suite 700 

Washington, DC 20036 

(202)-293-0444 

Dated: January 7. 2009 
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(57) Abstract: A surface treatment method for treating the surface of a plate material (1) formed by the rolling using rolling 01 
and used as the radiating fin (11) of a heat exchanger, comprising a preparation step for preparing the plate material (1) and a paint 
application step for applying paint onto the surface of tine plate material (1) without applying a degreasing treatment thereto, whereby 
the cost of the equipment for the surface treatment of the plate material can be reduced. 



